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DETAILED ACTION 
Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which fomns the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject nnatter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over JP 9- 

256087. 

Regarding claim 1-2, JP 9-256087 teaches (0006) a nickel based alloy inherently 
having excellent corrosion resistance relative to supercritical water environments 
containing inorganic acids comprising: Cr: 38-50%; Mo: 0.1-2%; Mg: 0.001-0.1%; Mn: 
0.01-1.0%; and a remainder as nickel and unavoidable impurities, wherein a quantity of 
C amongst said unavoidable impurities is restricted to 0.001-0.05%, further comprising 
Si of less than 0.1%. JP 9-256087 further teaches (0003) that the alloy would contain 
0.04% or less of N as an impurity. The composition of JP 9-256087 overiaps that of the 
claimed invention, which is prima facie evidence of obviousness. See MPEP 2144.05 I. 
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It would have been obvious to one of ordinary skill in the art to select the claimed 
composition from the compositional ranges disclosed by JP 9-256087 because JP 9- 
256087 teaches the same utility throughout the claimed range. 

Regarding claim 3, JP 9-256087 teaches (0001-0004) the use of the alloy in a 
waste heat boiler, which the Examiner asserts would be a member for a supercritical 
water process reaction apparatus. 

Claims 4-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over JP 8- 
103867. 

Regarding claims 4-7, JP 8-103867 teaches (0005) a nickel based alloy 
inherently having excellent corrosion resistance relative to supercritical water 
environments containing inorganic acids comprising: Cr: 15-35%; Ta: up to 4%; Mg: up 
to 0.1%, N: up to 0.1%; Mn: up to 3%, and a remainder as Ni and unavoidable 
impurities, wherein a quantity of C amongst said unavoidable impurities is restricted to 
up to 0.1%, and further comprising Mo: 1-20% and Si: up to 3%. The composition of JP 
8-103867 overlaps that of the claimed invention, which is prima facie evidence of 
obviousness. See MPEP 2144.05 I. It would have been obvious to one of ordinary skill 
in the art to select the claimed composition from the compositional ranges disclosed by 
JP 8-103867 because JP 8-103867 teaches the same utility throughout the claimed 
range. 

Regarding claim 8, JP 8-103867 teaches (0001-0003) the use of the alloy in a 
heat exchanger tube of a boiler using the incineration of waste, which the Examiner 
asserts would be a member for a supercritical water process reaction apparatus. 
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Claims 9, 1 1-12, 15 and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP 9-256087. 

Regarding claims 9, 1 1-12 and 15, JP 9-256087 teaches (0006) a nickel based 
alloy inherently having excellent corrosion resistance relative to supercritical water 
environments containing inorganic acids comprising: Cr: 38-50%; W: 0.1-2%; Mg: 
0.001-0.1%; Mn: 0.01-1.0%; and a remainder as nickel and unavoidable impurities, 
wherein a quantity of C amongst said unavoidable impurities is restricted to 0.001- 
0.05%, and further comprising Si of less than 0.1% and Hf: 0.001-0.5%. JP 9-256087 
further teaches (0003) that the alloy would contain 0.04% or less of N as an impurity. 
The composition of JP 9-256087 overlaps that of the claimed invention, which is prima 
facie evidence of obviousness. See MPEP 2144.05 I. It would have been obvious to 
one of ordinary skill in the art to select the claimed composition from the compositional 
ranges disclosed by JP 9-256087 because JP 9-256087 teaches the same utility 
throughout the claimed range. 

Regarding claim 17, JP 9-256087 teaches (0001-0004) the use of the alloy in a 
waste heat boiler, which the Examiner asserts would be a member for a supercritical 
water process reaction apparatus. 

Claims 10, 13-14 and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP 9-256087 as applied to claim 9 above, and further in view of 
Hoeg (US 5.958,332). 

Regarding claims 10, 13-14 and 16, JP 9-256087 does not specify that the alloy 
would contain from 1.0% to 6% of Nb. However, Hoeg teaches (col. 6 lines 23-30) 
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adding 1-2% Nb to an alloy having a sinnilar composition in order to harden the alloy. It 
would have been obvious to one of ordinary skill in the art to modify the composition of 
JP 9-256087 by adding 1-2% Nb in order to harden the alloy as taught by Hoeg. 

Claims 18-19, 21, 23 and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP 8-103867. 

Regarding claims 18-19, 21 and 23, JP 8-103867 teaches (0005) a nickel based 
alloy inherently having excellent corrosion resistance relative to supercritical water 
environments containing inorganic acids comprising: Cr: 15-35%; W: up to 4%; Mg: up 
to 0.1%, N: up to 0.1%; Mn: up to 3%, and a remainder as Ni and unavoidable 
impurities, wherein a quantity of C amongst said unavoidable impurities is restricted to 
up to 0.1%, and further comprising Nb: up to 4% and Si: up to 3%. The composition of 
JP 8-103867 overlaps that of the claimed invention, which is prima facie evidence of 
obviousness. See MPEP 2144.05 I. It would have been obvious to one of ordinary skill 
in the art to select the claimed composition from the compositional ranges disclosed by 
JP 8-103867 because JP 8-103867 teaches the same utility throughout the claimed 
range. 

Regarding claim 26, JP 8-103867 teaches (0001-0003) the use of the alloy in a 
heat exchanger tube of a boiler using the incineration of waste, which the Examiner 
asserts would be a member for a supercritical water process reaction apparatus. 

Claims 20, 22 and 24-25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP 8-103867 as applied to claim 18 above, and further in view of 
Smith et al. (US 6,761 .854 B1 ). 
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Regarding claims 20, 22 and 24-25, JP 8-103867 do not specify that the alloy 
would contain Hf: 0.01 to 0.1%. However, Smith et al. teach (col. 2 lines 45-51) adding 
up to 0.1% Hf to an alloy having a similar composition in order to improve oxidation 
resistance. It would have been obvious to one of ordinary skill in the art to modify the 
composition of JP 8-103867 by adding up to 0.1% Hf in order to improve oxidation 
resistance. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael P. Alexander whose telephone number is 571- 
272-8558. The examiner can normally be reached on M-F 8:30-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy V. King can be reached on 571-272-1244. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infonnation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infonnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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